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FURTHER INFORMATION CONTINUED FROM PCT/ISA/ 210 



Continuation of Box 1.2 
Claims Nos.: 6 (incomplete) 



Claim 6: 

The subject-matter of claim 6(b) is directed to a polynucleotide which 
deviates from the polynucleotide sequence specified in SEQ ID N0:1 due to 
the degeneration of the genetic code. Reference to the degeneracy of the 
genetic code only makes sense if the peptide for which the polynucleotide 
is to encode for is defined by its exact amino acid sequence. However, 
this 1s not the case in claim 6(b) (no amino acid sequence given). Thus, 
a reasonable search could not be performed for the subject-matter of 
claim 6(d) (Art. 6 PCT). 

Claim 6c covers any transgenic expression cassette comprising any nucleic 
acid sequence which has at least 60% Identity with the sequence according 
to SEQ ID N0:1 and having the desired characteristic of increasing the 
total oil content in a plant. However, the application provides support 
(Art. 6 PCT) and disclosure (Art. 5 PCT) for only a limited number of 
such polynucleotides. Thus, a meaningful search over the whole of the 
scope claimed Is impossible. Consequently, the search for claim 6c has 
been limited to the polynucleotide according to SEQ ID N0:1. 

The applicant's attention is drawn to the fact that claims, or parts of 
claims, relating to inventions in respect of which no international 
search report has been established need not be the subject of an 
international preliminary examination (Rule 66.1(e) PCT). The applicant 
is advised that the EPO policy when acting as an International 
Preliminary Examining Authority is normally not to carry out a 
preliminary examination on matter which has not been searched. This is 
the case irrespective of whether or not the claims are amended following 
receipt of the search report or during any Chapter II procedure. 
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Box I Observations where certain claims were found unsearchable (Continuation of item 1 of first sheet) 



This International Search Report has not been established in respect of certain claims under Article 17(2)(a) for the following reasons: 



| | Claims Nos.: 

because they relate to subject matter not required to be searched by this Authority, namely: 



PH claims Nos.: 6 (incomplete) 

because they relate to parts of the International Application that do not comply with the prescribed requirements to such 
an extent that no meaningful International Search can be carried out, specifically: 

see FURTHER INFORMATION sheet PCT/ISA/210 



3. Q Claims Nos.: 

because they are dependent claims and are not drafted In accordance with the second and third sentences of Rule 6.4(a). 

Box II Observations where unity of invention is lacking (Continuation of item 2 of first sheet) "~ -— 

This Internationa! Searching Authority found multiple inventions in this international application, as follows: 



1 . I I As all required additional search fees were timely paid by the applicant, this International Search Report covers all 
1 — 1 searchable claims. 



2. |~| As all searchable claims could be searched without effort justifying an additional fee, this Authority did not Invite payment 
of any additional fee. 



3. I I As only some of the required additional search fees were timely paid by the applicant, this International Search Report 
1 — 1 covers only those claims for which fees were paid, specifically claims Nos.: 



4 - EZ1 No required additional search fees were timely paid by the applicant Consequently, this International Search Report 16 
restricted to the Invention first mentioned In the claims; It Is covered by claims Nos.: 



Remark on Protest | | The additional search fees were accompanied by the applicant's protest 

| | No protest accompanied the payment of additional search fees. 
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INTERNATIONAL PRELIMINARY EXAMINATION REPORT 

(PCT Article 36 and Rule 70) 



Applicant's or agenfs file reference 
0000053702 


FftR Fl IRTHPR ACTION See Notification of Transmittal of International 

" 1 lww Preliminary Examination Report (Form PCT/PEA/41 6) 


International application No. 
PCT/EP 03/07084 


International filing date (daytnonthfrear) 
03.07.2003 


Priority date (dayAnonth/yeary 
10.07.2002 


International Patent Classification (IPC) or both national classification and IPC 
C12N15/62 


Applicant 

BASF PLANT SCIENCE GMBH, et al. 



1 . This international preliminary examination report has been prepared by this International Preliminary Examining 
Authority and is transmitted to the applicant according to Article 36. 



2. This REPORT consists of a total of 5 sheets, including this cover sheet. 



□ This report is also accompanied by ANNEXES, i.e. sheets of the description, claims andbr drawings which have 
been amended and are the basis for this report andJbr sheets containing rectifications made before this Authority 
(see Rule 70.16 and Section 607 of the Administrative Instructions under the PCT). 

These annexes consist of a total of sheets. 



3. This report contains indications relating to the following items: 

Basis of the opinion 
Priority 

Non-establishment of opinion with regard to novelty, inventive step and industrial applicability 
Lack of unity of invention 

Reasoned statement under Rule 66.2(a)(ii) with regard to novelty, inventive step or industrial applicability; 
citations and explanations supporting such statement 

Certain documents cited 

Certain defects in the international application 

Certain observations on the international application 



I 

II 


□ 


III 




IV 


□ 


V 




VI 


□ 


VII 


□ 


VIII 


□ 



Date of submission of the demand 
18.12.2003 


Date of completion of this report 
01 .09.2004 


Name and mailing address of the international 
preliminary examining authority: 

— European Patent Office 

JJft D-80298 Munich 
SHI Tel. +49 89 2399 - 0 Tx: 523656 epmu d 
2^— Fax: +49 89 2399 - 4465 


Authorized Officer 

Herrmann, K f Qjm } 
Telephone No. +49 89 2399-2670 *%*. iflD o^ 



Form PCT/1PEA/409 (Cover Sheet) (January 2004) 



INTERNATIONAL PRELIMINARY 

EXAMINATION REPORT International application No. PCT7EP 03A)7084 

I. Basis of the report 

1 ' SIi tf lioS« 0 ^f e, . ements of the international application (Replacement sheets which have been furnished to 
therecemng Office in response to an invitation under Article 14 are referred to in thk Treo6rtas «oHaS ^J° 
and are not annexed to this report since they do not contain amendments (Rules 70 16 and 70. 17))' 

Description, Pages 

1-32 as originally filed 

Claims, Numbers 

as originally filed 

2 " !2? h „ regard t0 J h u !? n ? ua 9 e ' a » tn e elements marked above were available or furnished to this Authoritv in tho 
language .n wh.ch the mternational application was filed, unless otherwise IS^SSS^^T 1 

These elements were available or furnished to this Authority in the following language: , which is: 

□ the language of a translation furnished for the purposes of the international search (under Rule 23.1 (b)). 

□ the language of publication of the international application (under Rule 48.3(b)). 

D R^le^XtVST 18 " 0 " fUmiShed f ° r the PUrpOS6S ° f intema ti°nal preliminary examination (under 

3 - !2aa?fflB^^ appiication. the 

El contained in the international application in written form. 

S filed together with the international application in computer readable form. 

□ furnished subsequently to this Authority in written form. 

□ furnished subsequently to this Authority in computer readable form. 

° fetfng^bi?£hrd ,0rma,i0n re °° rded ° 0mpUter readal>le form is iden,fcal <° the "*«> ^"ence 
4. The amendments have resulted in the cancellation of: 

□ the description, pages: 

□ the claims, Nos.: 

□ the drawings, sheets: 

5 ' D SiY ep0r ^ }? aS i?? en es u tab,ished a s if (some of) the amendments had not been made since thev havp 
been considered to go beyond the disclosure as filed (Rule 70.2(c)). V 

i%lZ P ' aCement ShBet COntaining SUch amendm ^ts must be referred to under item 1 and annexed to this 
6. Additional observations, if necessary: 
see separate sheet 
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INTERNATIONAL PRELIMINARY 
EXAMINATION REPORT 



International application No. PCT/EP 03/07084 



III. Non-establishment of opinion with regard to novelty, inventive step and industrial applicability 

1 ' I^mo^I 8 ™ h( r t[ \ er Jhe claimed invention appears to be novel, to involve an inventive step (to be non- 
obvious), or to be industrially applicable have not been examined in respect of: 

□ the entire international application, 

EJ claims Nos. 6 (partially) 

because: 



□ 
□ 



the said international application, or the said claims Nos. relate to the following subject matter which does 
not require an international preliminary examination (specify): 

the description, claims or drawings (indicate particular elements below) or said claims Nos are so unclear 
that no meaningful opinion could be formed (specify): unclear 

D couldbe formed^ ^ *** S ° inadec > uate| y supported by the description that no meaningful opinion 

SI no international search report has been established for the said claims Nos. 6 (partially) 

2. A meaningful international preliminary examination cannot be carried out due to the failure of the nucleotide and/ 
instructions 0 : SeqUence " Stin9 to com P'y with the *»ndaid provided for in Annex C of the M^rSe d/ 

□ the written form has not been furnished or does not comply with the Standard. 

□ the computer readable form has not been furnished or does not comply with the Standard. 

V. Reasoned statement under Article 35(2) with regard to novelty, inventive step or industrial aoDlicabilitv 
citations and explanations supporting such statement P ,naustr,al applicability, 

1. Statement 



Novelty (N) 


Yes: 


Claims 


1-11 




No: 


Claims 




Inventive step (IS) 


Yes: 


Claims 


1-11 




No: 


Claims 




Industrial applicability (IA) 


Yes: 


Claims 


1-11 




No: 


Claims 





2. Citations and explanations 
see separate sheet 
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INTERNATIONAL PRELIMINARY International application No. PCT/EP 03/07084 

EXAMINATION REPORT - SEPARATE SHEET 



Citations 

The documents mentioned in this International Preliminary Examination Report 
(IPER) are numbered as in the International Search Report (ISR) dated 27.10.03, 
i.e. D1 and D4 correspond to the first and the last document of the search report, 
respectively. The ISR has been established by this authority. 

Re ITEM l (Basis of the opinion) 

The application as filed contains a sequence listing consisting of 6 pages (2 
sequences). 

Re ITEM III (Non-establishment of opinion) 

No search report was established for the subject-matter of claim 6b and n . 
Consequently, preliminary examination has not been carried out for said parts of 
c| 3im 6 (Rule 66.1(e) PCT). The International Preliminary Examining Authority 
(I PEA) agrees with the objection put forward by the International Searching 
Authority (ISA): 

The subject-matter of claim 6(b) is directed to a polynucleotide which deviates 
from the polynucleotide sequence specified in SEQ ID NO:1 due to the 
degeneration of the genetic code. Reference to the degeneracy of the genetic 
code only makes sense if the peptide for which the polynucleotide is to encode for 
is defined by its exact amino acid sequence. However, this is not the case in claim 
££b) (no amino acid sequence given). Thus, a reasonable search and examination 
could not be performed for the subject-matter of claim 6(b) (Art. 6 PCT). 

Claim 6c covers any transgenic expression cassette comprising any nucleic acid 
sequence which has at least 60% identity with the sequence according to SEQ ID 
NO:1 and having the desired characteristic of increasing the total oil content in a 
plant. However, the application provides support (Art. 6 PCT) and disclosure (Art. 
5 PCT) for only a limited number of such polynucleotides. Consequently, search 
and examination for claim 6c have been limited to the polynucleotide according to 
SEQIDNO:1. 



(Novelty, inventive step, industrial applicability) 
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JNTERNATONAL PRELIMINARY International application No. PCT/EP 03/07084 
EXAMINATION REPORT - SEPARATE SHEET 

1 Novelty (Art. 33(2) PCT) 

The subject-matter of claims 1-11 has not been made available to the public by 
any of the available prior art documents and can therefore be regarded as novel. 

2 inventive step (Art. 33(3) PCT) 

2. 1 The subject-matter of claims 1-11 cannot be derived from the available prior art in 
an obvious manner and therefore complies with the requirements of Art 33(3) 
PCT. 

2.2 The polypeptide disclosed in D4 (P47139) is 100% identical in 655 amino acids 
overlap to the sequence set forth in SEQ ID NO:2 of present application. 

2.3 The nucleotide sequence disclosed in D3 (Z49598) is 100% identical in 2251 
nucleotides overlap to the sequence set forth in SEQ ID NO:1 of present 
application. 

2.4 However, said documents do not disclose or make obvious an expression 
cassette according to independent claim 5 or a method according to independent 
claim 1 . 

3 Industrial application (Art. 33(4) PCT) 

Claims 1-11 meet the criteria as set forth by Art. 33(4) PCT. 
Re OTEM VIOI (Certain observations on the international application) 

1 The expression "a polypeptide SEQ ID NO:2" is unclear (e.g. independent claim 
1). The claim does not refer to "a yeast polypeptide consisting of the amino acid 
sequence as set forth in SEQ ID NO:2". The same objection applies to e.g. 
independent claim 5 ("a nucleic acid sequence SEQ ID NO:1 "). 

2 Since the function of the polypeptide is not stated in claim 1 or 2, the term 
"functional equivalent" used in claim 2b makes no sense. The function of the 
polypeptide is not stated in the independent claims. 
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